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DETAILED ACTION 

1 . This action is in response to Applicant's amendment received 1 1/1 3/06. 

Continued Examination Under 37 CFR 1.114 

2. A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.1 14, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 

1 1/13/06 has been entered. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claims 10-17 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. Claim 10 recites the limitation "previously scanned" 
in step (e). There is insufficient antecedent basis for this limitation in the claim. Based 
on the current claim language, it is unclear how the data records can come from 
"fabricated, previously scanned teeth" when all previous steps refer to virtual 3-D data of 
an oral cavity - as interpreted from the language it seems that a step is missing, such 
as the step of scanning a previously fabricated tooth. Applicant remarks that step (e) 



Application/Control Number: 1 0/770,708 Page 3 

Art Unit: 3732 

actually refers to an independent selection of 3-D data records of artificial teeth that 
have previously been scanned. Examiner recommends further clarifying this step in the 
claim language in order to better convey Applicant's intentions. For the purpose of 
examination, Examiner will understand the "fabricated, previously scanned teeth" to 
mean a previously scanned fabricated artificial tooth. 

Claim Rejections ■ 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 10, 13-15, and 17-18 rejected under 35 U.S.C. 103(a) as being 

unpatentable over Jordan (US 6,152,731) in view of Poirier (US 2002/0102517). As to 

claims 10 and 17, Jordan discloses a method of creating a dental prosthesis comprising 

recording and digitizing 3-D relationships in an oral cavity (Abstract; Figure 4); recording 

and digitizing 3-D data on bite/occlusion rims (22, Figure 6A; column 17, In 2-18); 

recording of mandibular data (Abstract); processing recorded data and obtaining a 

virtual model that includes a virtual placement of teeth (Figure 6B; col 17, In 19-24); 

virtual placement of scanned teeth into the virtual model (Figure 6B); transferring the 

virtual placement to the model by direct placement of the fabricated teeth on the model 

(col 17, In 27-37); affixing the teeth to the model (Figure 6B); attachment of a denture 

base (Figure 6B); and direct manufacture of a denture base according to data for a 
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virtual denture placement, with positioning aids for positioning and affixing (22, Figures 
6A-6B). Although Jordan shows the selection of 3-D data records of previously 
scanned teeth (column 24, lines 35-45), Jordan does not explicitly show the scanning is 
of artificial teeth. However, Poirier teaches a method of making a dental prosthesis (i.e. 
paragraph 0054) in which 3-D images of a patient's intra-oral cavity are combined with 
3-D images of false teeth of reference in order to generate a complete 3-D computer 
model (see flowchart of Figure 5). Therefore, it would have been obvious to one having 
ordinary skill in the art at the time of Applicant's invention to select 3-D data records of 
artificial teeth for virtual placing of the teeth into a separate 3-D model in order to create 
a complete 3-D model showing certain anatomical relationships, such as between a 
patient's gum surfaces and the superimposed cortical bone structure housing the 
scanned tooth models as taught by Poirier. As to claim 13, mandibular movements are 
simulated in/on a computer (col 23, In 50-61; col 24, In 3-4). As to claim 14, occlusion is 
inspected in/on the computer (col 23, In 62-64). As to claim 15, Jordan discloses the 
placement of teeth is manually corrected and a new calculation is performed to adapt to 
the bite and occlusion data (col 21, In 17-45). As to claim 18, Jordan discloses the use 
of a device for the manufacture of a dental prosthesis comprising a scanning or 
recording apparatus (col 4, In 21-22); a processing device (30,40); a 3-D data record 
(Figures 4-5); a processing module (10,20); a simulation module (col 23, In 56-64; col 
24, In 3-4); and a device for forming a denture base from data records (Figure 6B). It 
should be noted that in a product claim, patentable weight is not given to the process by 
which the configuration is optimized if the final product is shown regardless of the 
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process used. Additionally, patentable weight is not given to the intended use of a 
device in apparatus claims based on the functional language used in said claims. 

5. Claim 1 1 is rejected under 35 U.S.C. 1 03(a) as being unpatentable over Jordan 
in view of Poirier and further in view of Baumrind (US 6,621 ,491 ). Jordan and Poirier 
disclose a method of creating a dental prosthesis as previously described but fails to 
show that an oral situation is recorded directly using a 3-D camera. Baumrind, 
however, teaches a method for recording 3-D diagnostic data of an oral situation using 
a 3-D camera (30, Figure 1; col 3, In 35-40 and 48-51). Therefore, it would have been 
obvious to one having ordinary skill in the art at the time of the applicant's invention to 
record an oral situation using a 3-D camera in order to provide a holistic view of the 
patient for treatment purposes as taught by Baumrind. 

6. Claim 12 is rejected under 35 U.S.C. 1 03(a) as being unpatentable over Jordan 
in view of Poirier and further in view of Chishti (US 5,975,893). Jordan and Poirier 
disclose a method of creating a dental prosthesis as previously described but fails to 
show scanning a plaster model. Chishti, however, teaches scanning a plaster cast of 
teeth to obtain 3-D data (col 5, In 38-48). Therefore, it would have been obvious to one 
having ordinary skill in the art at the time of applicant's invention to scan a plaster model 
so that the patient is not exposed to X-rays as taught by Chishti. 
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7. Claim 16 is rejected under 35 U.S.C. 103(a) as being unpatentable over Jordan 
in view of Poirier further in view of Brodkin (US 2002/0033548). Jordan and Poirier 
disclose a method of creating a dental prosthesis as previously described but fails to 
show the positioning template is milled or rapid prototyped. Brodkin, however, teaches 
dental restorations formed by milling or rapid prototyping (paragraphs 3 and 10). 
Therefore, it would have been obvious to one having ordinary skill in the art at the time 
of applicants invention to mill or rapid prototype the positioning template since the 
machines make dental restoration designs based on the data supplied into small 
complex shapes and can thus reduce labor and increase structural reliability as taught 
by Brodkin. 

Response to Arguments 

8. Applicants arguments with respect to claim 10, in particular step (e), have been 
considered but are moot in view of the new ground(s) of rejection as shown above. 
Examiner also notes that though Applicant's amendment was sufficient to overcome 
some of the problems regarding the rejection of claims under 35 U.S.C. 112, second 
paragraph, some problems still remain as specified in the rejection above. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jonathan Werner whose telephone number is (571) 
272-2767. The examiner can normally be reached on Monday-Friday. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Cris Rodriguez can be reached on (571) 272-4964. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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